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Claim Rejections ■ 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 1 02 that form the basis for the rejections under this section made in this 

Office action: 

A person shall be entitled to a patent unless - 

(e) the Invention was described in a patent granted on an application for patent by another 
filed in the United States before the invention thereof by the applicant for patent, or on an 
international application by another who has fulfilled the requirements of paragraphs (1), (2), 
and (4) of section 371(c) of this title before the invention thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors 
Protection Act of 1999 (AlPA) and the Intellectual Property and High Technology 
Technical Amendments Act of 2002 do not apply when the reference is a U.S. 
patent resulting directly or indirectly from an international application filed before 
November 29, 2000. Therefore, the prior art date of the reference is determined 
under 35 U.S.C. 102(e) prior to the amendment by the AlPA (pre-AlPA 35 U.S.C. 
102(e)). 

2. Claims 11-15 and 30 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Au et al (6,681,359). 

As per claim 1 1 , Au et al disclose an apparatus for testing an integrated 
circuit using a self-test device that is located in the integrated circuit, which 
comprises: 

a self-test control device (MBIST controller) for causing testing of the 
integrated circuit by the self-test device before the integrated circuit is connected 
to an external testing device that perfomris a function selected from the 9roup 
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consisting of reading out results of the test and evaluating the results of 
the test; 

a_test result memory (boundary scan register) located on the integrated 
circuit for storing the results of the test; 

an output circuit for forwarding the results stored in said test result 
memory to the external test device. (See col. 10, lines 1-51, col. 8, lines 40-43 
and col. 11, claim 1). 

As per claim 12, Au et al further disclose wherein said self-test control 
device is configured to complete the testing of the integrated circuit before the 
integrated circuit is connected to the external testing device. (See col. 10, lines 
1 -51 , col. 8, lines 40-43 and col. 1 1 , claim 1 ). 

As per claims13-15 and 30, Au et al further disclose wherein said self-test 
control device is configured to test the integrated circuit while allowing a function, 
selected from the group consisting of temporarily storing the integrated circuit 
and transporting the integrated circuit to the external testing device (ATE), to be 
performed. (See col. 10, lines 1-51, col. 8, lines 40-43 and col. 11, claim 1). 

3. Claims 1 -4, 6-1 0, 1 6-1 7, 1 9-23 and 29 are allowable. 

4. Any inguiry concerning this communication or earlier communications from 
the examiner should be directed to Phung My Chung whose telephone number is 
571-272-3818. The examiner can normally be reached on Monday to Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Jacgues Louis-jacgues can be reached on 571-272-6962. 
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The fax phone number for the organization where this application or proceeding 
is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from 
the Patent Application Infomnation Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-21 7-91 97 (toll- 
free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786- 
9199 (IN USA OR CANADA) or 571-272-1000. 
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